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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be t,mely filed 

Failure to reply within the set or extended period for reply will, by statute, cause the appl.cat.on to become ABANDONED (35 11S.C. §133). 
"- Any reply S3 by the Office later than !hree months after the mailing date of this communication, even ,f timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )M Responsive to communication(s) filed on 26 November 2003. 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1.3.5 and 9-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1,3.5 and 9-14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAll b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-413) Paper No(s). . 

5} □ Notice of Informal Patent Application (PTO-152) 
6) □ Other: 



U S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 26, 2003 has been entered. 

Response to Amendment 

2. This Office action is in response to the amendment filed November 26, 2003 in 
which claims 1, 10, 1 1 and 12 were amended. Claims 1, 3, 5 and 9-14 are pending. It 
should be noted that claim 1 0 is an amended claim. See qualifier for claim 1 0. 

3. In claim 12, coal and form are misspelled. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skillec I in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
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had possession of the claimed invention. There is no support in the original filed 
specification for the polysaccharide resins having a molecular weigh of less than 
500,000. 

6. The declaration under 37 CFR 1 .1 32 filed November 26, 2003 is insufficient to 
overcome the rejection of claims based upon Derrick as set forth in the last Office action 
because: the declaration does not provide the necessary evidence to support the 
claimed molecular weight range. It is not clear how a polysaccharide resin may have a 
molecular weight of zero, as stated in the declaration. Furthermore, the tested resins 
are not those recited in the specification. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or descr ^ a s set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1, 3, 5 and 9-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Derrick (US . 

Derrick teaches fuel compositions comprising finely ground minerals or coal dust, 
water soluble polymers and water (see abstract; col. 1 , lines 3-8; col. 3, lines 7-14). The 
polymers include copolymers of sodium acrylate and acrylamides and functionalized 
starches (polysaccharides resins) (see col. 1 , lines 62-68; col. 2, lines 1-23; Table 2). 
The coal dust, water and polymer are combined and are compacted (see claims 1-4). 
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Derrick teaches the limitations of the claims other than the differences that are 
discussed below. 

Derrick fails to teach that the polysaccharide resins have a molecular weight of 
less than 500,000. However, a prima facie case of obviousness exists where the 
claimed ranges and the prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium 
Metals Corp of America v. Banner, 227 USPQ 773 (Fed. Cir. 1985). 

With respect to the type of coal the dust is derived from, Derrick's general 
teaching of coal dust encompasses all coals and to have selected anthracite, in the 
absence of unexpected results, would have would have been obvious to the skilled 
artisan. 

Derrick also fails to teach that the fuel composition is prepared by a pug mill. 
However, it would have been obvious to one of ordinary skill in the art to have used 
such a device because Derrick teaches that the fuel of his invention is prepared by use 
of a rotating disc pelletizer and a pug mill is a similar device. 

9. Applicant's arguments have been considered but are not deemed to be 
persuasive. 

10. Applicant argues that Derrick is directed to compositions containing finely ground 
minerals mixed with water soluble polymers having a molecular weigh greater than 
500,000 and does not disclose polysaccharide resins having a molecular weight of less 
than 500,000. 
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Derrick teaches that his invention may be used in the manufacture of briquettes 
from coal dust (see col. 3, lines 9-10). With respect to the molecular weight of the 
polysaccharide, it is well settled that a prima facie case of obviousness exists where the 
claimed ranges and the prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1119. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 
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